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The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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1 Application for patent filed Septenber 24, 1993.
According to appellant, this application is a continuation of
Application No. 07/853,846 filed March 19, 1992, now
abandoned; which is a continuation of Application No.

07/ 614,486 filed Novenber 16, 1990, now abandoned.

56



Appeal No. 95-1971
Application No. 08/126, 130

John E. Brown (the appellant) appeals fromthe fina
rejection of clainms 3-6, 9-18 and 20-22, the only clains
remai ning in the application.

W& REVERSE.

The appellant's invention pertains to an article for use
in catching fish that conprises a non-toxic, |lead-free
underwat er fishing device, at |east a portion of which
contains a bisnuth alloy. Independent claim?21l is further
illustrative of the appeal ed subject matter and a copy thereof
may be found in the appendix to the brief.

The reference relied on by the exam ner is:

British patent (Jukes) 2207841A Feb. 15, 1989
The follow ng rejection is before us for consideration:?
Clains 3-6, 9-18 and 20-22 stand rejected under 35 U S. C

8§ 103 as being unpatentable over the British patent to Jukes.

GB 2207841A (GB) [Jukes] recogni zes the use of
non-lead netals in a fishing device to prevent |ead

poi soning but fails to show the device contai ni ng
[a] bisnmuth [alloy]. However, netals such as tin,

2 In the answer the exam ner made a new ground of
rejection based on the conbi ned teachings of Jukes and the
Met al s Handbook (see page 4 of the answer). |nexplicably,
however, the exam ner expressly withdrew this rejection in the
comuni cation mailed on July 21, 1998 (Paper No. 50).
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| ead, antinony, bismuth, cadm um and indium and

their alloys are well recognized as having a

relatively high specific gravity and a | ow nelting

poi nt; choosing a netal not containing |ead fromthe

group nentioned above, due to their physica

properties, can make the fishing device of GB nore
sinkabl e (due to their specific gravity) and nore

easier [sic] for its manufacturing or duplication

process (due to their low nelting point).

Therefore, it would have been obvious to one of

ordinary skill in the art to choose bismuth or

bi smuth alloys to formthe non-lead fishing device

in GBto prevent |ead poisoning. [Answer, page 3.]

In support of this position the exam ner observes that Jukes
on page 1 states that the materials used in the non-toxic
fishing weight may be a) brass, b) stainless steel, c)
tungsten, copper, nickel, d) nickel, e) nickel silver, f)
steel, g) zinc and h) any other non-|ead based naterial.

W will not support the examiner's rejection. 1In
rejecting clainms under 35 U.S.C. §8 103 the exam ner bears the
initial burden of presenting a prim facie case of
obvi ousness. In re R jckaert, 9 F.3d 1531, 1532, 28 USPQd
1955, 1956 (Fed. Cir. 1993); In re Cetiker, 977 F.2d 1443,

1445, 24 USPQd 1443, 1444 (Fed. Cir. 1992). Only if that
burden is nmet does the burden of comng forward with evidence

or argunent shift to the applicant. 1d. If the exam ner
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fails to establish a prima facie case, the rejection is
i nproper and will be overturned. 1In re Fine, 837 F.2d 1071,
1074, 5 USPQ2d 1596, 1598 (Fed. GCir. 1988).

As the exam ner recognizes there is no disclosure in
Jukes of a bismuth alloy. While the exam ner nakes nuch of
the fact that Jukes states that the fishing weight may be "any
ot her” non-lead based nmaterial, we point out that it is wel
settled that in order to establish a prina facie case of
obvi ousness the prior art teachings nust be sufficient to
suggest to one of ordinary skill in the art to nake the
nmodi fication needed to arrive at the clained invention. See,
e.g., Inre Lalu, 747 F.2d 703, 705, 223 USPQ 1257, 1258 (Fed.
Cir. 1984). It is of course true that Jukes states on page 1
that "any other” non-lead based naterial nay be used; however,
there is no teaching or suggestion in the prior art adduced by
t he exam ner which woul d have | ead one of ordinary skill in
this art to single out and select a bisnuth alloy fromthe
nyriads of possibilities enconpassed by this broad disclosure.
As to the exam ner's contention that it is "well recognized"

that bisnmuth alloys have a high specific gravity and a | ow
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nelting point, we nust point out that the nere fact that,
general ly speaking, this m ght be the case does not provide a
sufficient factual basis for establishing the obviousness of

t he appeal ed subject matter within the nmeaning of 35 U S.C. §
103. See, e.g., Inre GPAC Inc, 57 F.3d 1573, 1582, 35 UsSPQd
1116, 1123 (Fed. Cir. 1995) and In re Warner, 379 F.2d 1011,
1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied, 389 U S.
1057 (1968).

The appel | ant has presented evi dence of non-obvi ousness
in the formof a declaration by Fickling and a sel f-executed
decl aration. However, since the prior art relied on by the
exam ner fails to establish a prima facie case of obvi ousness,
we need not consider the appellant’'s evidence of
nonobvi ousness. In re Fine, supra, 837 F.2d at 1076, 5 USPQRd
at 1600 (Fed. Cir. 1988).

The deci sion of the examner is reversed.

REVERSED
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